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(i) Real Party in Interest. 

Bose Corporation, 
f i ! and Interferences 

None. 

(Hi) Statm of dams. 

Claims 1-8 apd 12-14, and apparently claims 15 and 16, stand rejected under 35 
U.S.C. § 102(b) as being anticipated by Van He. Claim 11 stands rejected under 35 U.S.C. 

\ > > N ni nentable over Van Be as a primary reference and Sassas as a secondary 
references. Claims 17. 19 and 20 stand rejected under 35 U.S.C. § 103(a) as anticipated by 
Christiansen. Claim 18 stands rejected under 35 U.S.C. § 103(a) as unpatentable over 
v 1 risk isr. n of Kami ck 
t < 

An amendment fled subsequent to final action canceling claims 17-20 was 
considered but not era .-rod. Claims 1 7-20 are not pursued on this appeal. 

(y) Summary of Claimed Subject Mailer. 

1 1 ' : _ to use Of u v , ^ \ v. >. 

controller 50 u indication of a value currently representative ol preset und signal source, 
p * o d ?! k i in i ; ' 1 1 \ ! i m . o tin 

preset representative of a different sound signal source. Page 4. lines 13-14. 



*>M,vi !t I u i\ \ttora s - )ocks \ 2 -s < \B >S* 

Si-iialV- If! 

Fikvl : iamury 6, 2f)iU 

Page : 2 of si 

9. A method comprising enabling a user of a control device, such as remote 
! te a pos e se of a press: * g i s c 

' •! > ! ! ' v fSl w s K , v u „ 

heen a. ) : i in operation of mothc device ccordance v, e idk ted 
possible new value. Page 4, lines 5-15. 

13 k method comprising providing to a user of a control device, such as remote 
con'ioLiX an , i i < (u b i ^ kc n < v , t o< !-e p •( ^ iiuis k.ni 

representative of a sound signal source of works to be performed on an electronic device, 
different ones of the preset values being associated with different sources. Page 5, line 24 - Page 
6, fine 7. 

15, A method comprising displaying values of possible selections of sound signal 
sources at one level of a hierarchy of values, enabling a user to select one of the values at the one 
level of the hierarchy, and while at least a portion of the one level of the hierarchy is displayed, 
showing possible selections at a second, lower level of the hierarchy that correspond to the one 
of the values selected by the user, at least another portion of the one level being obscured. Page 
10, line 29 -Page 13, line 4. 

,( ' t . . . ; < ctUmtoht Ri vie mxi on vi i i i 

L Whether claims 1-8 and 12-16 are anticip tted b> * t Be * len the t erence fai 
id every in >i in these claims arrange a> the claims. 

2. Whether claim 11 meets the condition for patentability under 35 U.S.C. § 103(a) 
when the Va« B« primary reference and SASAS secondary reference tad to suggest the 
ivnu 'iit ) ^ ^ < sJomJ u f i. i s w chnn> 



\rcmc>\ A,\s.e\e \.o \„\Bu^W1n 
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VAN EE FAILS TO ANTICIPATE CLAIMS 1-8 AND 12-14 AT LEAST 
B: h MM 1 a n:j\ ; Al . O ) V I )-! ^ < W M \ 

* ^ ^ \Af \ii< u) < F( - Mb ^ * \ i 
PRI-SL1 rf A A . \ , J j \ r OF A I) I _J? - \ t A v \ ) vf <N u SOCRC1 
- '1 v ! 1 f 1 i> Fex A A, A \ VMM )l < A^ \F> 
< ^ "U«vks hij PM, Ai l A \\ I * * sk 

DEVICE. 



v 1 . Mlto 

i ! 7 <■ ^ I m t j 

v s i < > A s ^ ■ h 

caches j i u ^ pn u pj. f dmg s ; < , u n u C c sx n 

x>i>.a v M - o , > u'njp j 

betwe* cros is show n figure s ) inc ^rnuAn «sh psoAding n 

1 . ^ r oss ^ - v >c > , , Mf u <*< v - i a 

VA'VK ■. lit ,l » (. n t. v { n t 

time (col. 4 lines 8-18). 

s ?-?. \ an He eJ al leaches the preset is « ncJ with works 



/claim 4. V 



device (figure 2). 

>v< ding i. 7 Va E^* a teaches « u t device onuramicates 

' R Signal according lo the preset delay value (col. 4 lines 8-18). 

kv T , e *m 12, Van he a al <. k a s computes ,t > , A Hans 
to be performed in the home theater), the source being configured to 

s - v v ! { v iK sC 

lines 53-58). 

Regarding claim 9, Van he et ai. teaches enabling a user of a control, device to 
n k > e f iu n ' o ■ a <!<- r 

«• A -t ! 1 * ^ A v sv c< on 

d;: d-.l. esm fee ir< \% A - <<, i -3 » v ; s .-:5i Van he et at. further * caches 
.i5netben.\ v,,e .^e f eJ e A de ; \. >. \s !\ 5 V \ k.i ^r>,\skvi 
(u>; 4 lines 8-18). 



vVd > ^ \ \ , u, Jx .< \ 1 1 -- Ivi'-sv. 1 . 

Ssr s Nt < % S3 1 
■HLxi hxx^ir- <> Jk i 
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correspond to the one of the values selected by the 
tioftfaeoj. v vv ,.c ;c , - ^ 1 



Kegardmg Applicant'*, uil on page 14 that the values are ( tsx of a sea 

' r "if 1 - s ■ 

wHind signal source (col. 2 Sine 55-col. 3 line 35). P. 2. 

> in itii! <. e N 

x- > of a preset sound sjona! source, the reference of > Ee es 



eg -he execution of the rna.cro 

be preset on ; i - ■ ,t t 
options. Van Be si aL also 
. v"i i0\ ^ ; a v.e\ert ^wid 
ng the sign to increment or 



Fhts ground of rejection is respectfully traversed. Claim i and the claims dependent 
tkaoi 1 to s t is *> \ dn _ au iiil'.t ei n a ;v Mi) uoxs s. >o < v ^ Ks 

representative u' i d fverem <ound signal source", and Claims 13 and 14 call for "each of the 
preset values being representative of a sound signal source of works to be performed on an 
electronic device . These limitations are different from "dela> values Uhaij are associated 

Vi-'NOoH' 

"it is well settled that anticipation under 35 U.S.C. 1 02 requires the presence in a single 
reference of ail of the elements of a claimed invention. " Ex parte Chopra, 229 U.S.P.Q. 23(h 
- N o. cases utoe 
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"Antseip stion requires the presence in a single prior an disclosure oi ail elements oi s 
c — - Jvoaim' Connelly Scuk\ Raeh^rk <\' < < dfo SVC 

'"V >, /</,S ;f , 

This court has repeatedly stated that the defense of laek of novelty (i.e.. ^anticipation' } 
1,1 0! '^> KOs 15 v hs v Hnep: rati + er v ^ iui 1 < ncs ea- td eeer tlouvntot 
^ ^ - <■ o 2:: : S P O 126 

• - ' utmp h^e \ s t>- edu }s u it uOsHui 1 v , < 

c: a.-j pkAui^ JtC\ } Vo.ah h ed * 4 * uei tv ?plvo ( hs 
rule m o suniadt: lied of a motion lor judgment n di i ^ 

aniicipaicd hi'msbmy Coip. \ I, Hum Industrial Prod Inc 225 U.S.P.O. 253 (Fed. Ci 1985} 
x '^- ! < ' \i iupikr <. a-i no Ik ^rwin^ „ s 

omw - ned raven u n »m ge 1 e t >25 U.S.P.Q. at 25 

the court r v v ed then .re patentee accomplished j constant tight comae! < a hi valve by a lip 
on the seal or ring which interferes with the placement of the bail. The lip protruded into the 
area where the bad u di he placed and w.h thn, detleaed after the bad a as awmhled into the 
valve. Because of this constant pressure, the patented valve was described as providing a 
particularly good seal when regulating a low pressure stream. The court quoted with approval 
.from a 1 96? Court of Claims decision adopting the opinion of then Commissioner and later 
' dg< Donah 

»- 1 - 1 1 euted in thu S 1 contacts the 

I vii os «. j ee to provide a fluid tight seal *** The? oo\ v t 

^> 1 l h ii u iieupMre. , s 
! N d neve scaling!} ei K oe 

b- v > uk res.NU c i c to k\ he lip ag.un',t die fc e dat dot , ! alh me 

% <■ ^ v ^ UU Si'lU,. >Sip> d ! 

J - 1 - 5 I s U O < , < u S ! l s 

!x ^ K ^ d K t > Old O 11 i _ t v , ! „ > i I •> t K 0 

1 <. j 1 s 1 1l c s S 



Kc ^<ir it'h * il uvi ^ 

^ sc urc f s. v en: ke vith I ~ eh tins of the patent i d< 
1 x < ! o., v: j ! .a t uL'iCii ,»o wl isu 

arranged ; u claim/" t re C e lain Floppy Disk Drives and Components Thereof; 22" 

i brc ^: ^t n :k :o\s s 
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FIGS. 3-6 illustrate the GUI of remote 116 in the macro editing mode for recording on 
- s ' ^ - e ( Al a portion ot as dc sc 1 

Fv on iuu " <. «, J * i\ h X\ ^ isc.ttu iruP IV n s-> v t ^ , t •> 

beto-v c u 3\ v v i.er- j , id, \{ R. t > i (tmm \ < I , o c<> ^ , v ( p * u 
^ iu oi K v I *. ti \u h s t , !w i » s J o- , vro ft 

302, a delay key 304, arrow keys 306 and 308, and a delete ke\ 3 1 o 0>\ 4, hues K-Ls 

These portions in the reference do not disclose a value cane h ? > esentative oi a 
different sound signal &toree oi a preset value tvorisentntx , o a sound signal «uve u'worksto 
be performed on an electronic device. 

Claims 9 and 10 call for "enabling a user of a controlled device to indicate a possible new 
value of a preset sound signal source and to separately confirm the indication and while the new 
value has been indicated and before the indication has been confirmed c t operation of 
another device in accordance with the indicated possible new value." The reference does not 
disclose the limitation of changing an operation of another device in accordance with the 
indicated possible new value. Thus claims 9 and 10 are separately patentable over the reference. 

k ^ s wH g 3 dm 1 c - and 16, which were apparently tnadvert aitb} orai ted from the firs 
sentence rejecting claims 8, 12-14, the reference doe n>n d J < aes of 

p( ss.ibk seieci ons o sound signal sources as called for by these claims. These claims do not 
K ~<> l!y embraced iayin nest >ossibie selection 
s renes. disc I ^o 

t on < v < ^ s , tx m 
iuu a oi n s i v F 'n- v m m _ is 

V * i ^ O v. i i ^ \ ^ > 

m^ ^ v > 1 % ' C „ ht^-o ^ 
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Tl is O f a J sU V <. U UwU \ U_ 1 pis "^k >cLemc^ f j \Oiki M< i 

sources'' called for by Claims 15 ami 16. Thus claims 15 una 16 are separ 1 > tent >k over 
etc; ;tk t 

g oi < ! ctioi : e £ i I t I * e ested to 

quote verbatin ic inguag Mhe reference regarde s corresponding c 

of these rejected claims. The Examiner did not and cannot comply with this request 

U. CLAIM 11 MEETS THE CONDITIONS FOR PATENTABILITY UNDER 
Sfe i !N M ? I hi* \N H ifJ\!U:V \NP,s ( J.VJO 

s - :u v ' : : < -> <<< . ^ the desirability ot ,r\,o,v \\ i c 

THERE DISCLOSED TO MEET THE LIMITATIONS OF THESE CLAIMS. 

The final actios states; 

U , j <. v s tK'i ^ l \ f , r { „v K ' Ji f k m \ 

I S Fa .i 1 6^08341 mvevi oi Sass v s »' j n j n n ^ >: . 

Regarding claim 1 1 , Van Be et ai. teaches controlling a home entertainment 
N\Nkra nfefe! » audt > <:e\n\- {col : inus 55 od> baS u co? c> ;>ocU in 

- e? Sa&s in 

s s s centkm teas. c , g a a 

s I eci die stati clem « broadcast 

- ; -i, ,< •> , ^ 

Claim I I is dependent upon and includes all the limitation of Claims 9 and 10, and the 
i n i s .-,s .T\^<, j -potl ot the pdtej i ^ i* oft is n^.u ihopnim?r\ r C ;e; ctteo js 
submitted to support the patentability of Claim 11 so that further discussion of the secondary 
reference is submitted to be unnecessary. That the limitation of Claim 9 is absent {torn the 
primary reference makes it impossible to combine the primary and secondary references to meet 
dK '< r 1 1* on ot Cfe n ' " 1 at s u ason <mo t Ji tu v « i ^^ „ m ujc u • o < h 
the primary and secondary references. 

"Moreover, we observe that even if these references were combined in the manner 
proposed ht exan nei ti u whicl hsJ m h is ppell Ts c ms would not result £k 
par/e 5og«r, slip op. p.7 (BPA&l Appeal No. 87-2462, October 27, 1989). "Even if we were to 
1 v f ■> 1 < ( 1 ^! feci obvi s combine the r« es teachings In 

t e ! <u . il m iiiui^ . j that 
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terminates short of the end of the one edge of the product containing area, as now claimed." 'Ex 

parte Sckwarz, slip op. p. 5 (BPA&i Appeal \o 92-2629 October 28, 1992). «f. we find 

nothmg before us indicating why it would he desired to combine the references in the manner 

urged by the examiner, it is clear to us that such a modification by itself would not result in that 

which is set. forth in the claims." Ex Parte Kusko, 215 U.S.F.Q. 972, 974 (BPA&i 1981). 

> ^ - f^ P^ ' an uudd be >o mouSui a >n j < o: nuc i i x> the 

modification obvious unless i prim art suggested the k , i , of the modification." Jw » 
Qonjoji dA bAbbw. i A5. j}2~; (bed. Co. 1984). 

t ... "The mere id* * tot an could I e so modified * ould no? have r a le the 

J1,Jl ' !u ' k obvious unless the prior art suggested t a desirability oldhe modification." A 
1 • "< ^ i - X N ^ - "Med t ir 1984) 

"Although the Commissioner suggests that [the structure in the primary prior art 
reference] eon , readth be modified to form the [claimed! structure. 1 1 jhe mere ides ihat the 
prior art could be so modified would not have made the modifu 
^ he, 0.0.1 Uiit'lkm d station.*" In re Los <;v.-;> s I ■ - v \ po 

(Fed. Cir, 1989). 

rhe claimed invention must be consi e< t wh the question is 

^ ^ s f he prior art as a whole to suggest the dt <m u n R ,Mbe 

Hoist & Derrick 221 U.S.P.Q. 481, 488 (Fed. Cir. 1984). 

s Oh\ st i i h ^*nl < j i t, s . < quo j! ■ 

m u the eheouc i u-ie jKl j< some teaching or , > * v s v > nv the vo htr ,*f or 
1 ixk ^ ! <■ ... reus ecu be eoi oui v Ok * e sugg tioro 

- u*t e i s / , , i 

(Fed. <. n femp ms in < md. tbomoiw-s * in nod) 

» si it -\ us uhethei 'then, s , » , < s 1U , 

incd - Hit i t\ t>v u > !,-,os <.t n , i 

1 985). 

As ... A v v :e. ; Court of Appeals vue o; V > A - t * ' "A \> oou wk;,;;,,; 
Cir. 1999): " ' — - ■ - 



Cto^ ad Vara to bus oon io'g is io i,A < r,> ' . m the case o. less 
Mi, - r "b>\ ' v .i u- v ikU ,i',ivufto v mvUtton can ho 

^ - ^ 1 ^i^Muhkn >v < h t > , s> out 

wherem that which only the inventor taught is used against its teacher. * 
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CONCLUSION 

In view of the foregoing authorities, reasoning and the inability of the prior art ? alone or 
in combination, to anticipate, suggest or make obvious the subject matter as whole of the 
invention disclosed and claimed in this application, the decision of the Examiner finally rejecting 
claims 1-16 should be reversed. Should the Board be of the opinion that one or more of 
rejected claims may be allowed in amended form, the Board is respectfully requested to include 
an explicit statement that a claim may be allowed in si»ch amended form and direct that 
application owner should have the right to amend in conformity with such statement which shall 
be binding on the Examiner in the absence of new references; or grounds of rejection, 

The brief fee was previously enclosed. Please apply any other charges or credits 
to Deposit Account No. 06-5 050, Order No. 02103-581001. 

Respectful 

FISH & RICHARDSON P.O. 



Date: September 25. 2006 Charles Hieken 

Reg. No. 18,411 

Attorneys for Application Owner 

PTO No. 26162 
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(viO Claims Appendix 

11 s ' 1 s ^ ui,iui>H.uof l u n»i o u k , >r o \am„ 

currently representative of a preset sound signal source, and simultaneously providing an 
sd e ew value of the preset .rep e 1 

source-. 

The method of claim 1 in which the preset is associated with works performed by a multi- 
media system. 

The method of claim I in which the multi-media system comprises an audio system. 
The method of claim 1 in which the indications comprise graphical items on a display. 
Hie method of claim 4 in which the display is part of the control device. 
The method of claim I also including enabling a user to confirm the possible new preset 

The method of claim 5 in which the control device communicates with a second device to 
Oiieca the < onfitmed ecu preset value. 

The method of claim 1 in which the value comprises an identifier of a station. 

A method comprising enabling a user of a control device to indicate a possible new value 
of a preset sound signal source and to separately confirm the indication, and while, the 
new value has been indicated and before the indication has been confirmed, changing an 
i in aceordan I i k. j c > t 

The method of claim 9 in which the value comprises an identifier of a station. 

The metlii d of chum 10 in v. hich die station comprises i rad o station and the another 
i vC v ^ ,5 s,,o > -v^ e; 
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The method of claim 1 in which the sound signal source comprises a source of items to 
beperfm nee, tl e source be? tg u t figured to sio e tl c item foi ?e i rn i ce inresponse 
to the preset. 

A method comprising providing to a user of a control device, an indication of values of 
^ . v uitiK^^dv -Ks ■> ■) i ( e t ,ouji.\n'?a 

source of works to be performed on an elect < * ,\ f . F« t es thep < 
values being associated with different sources. 

The method of claim 13 also including enabling the user to identd\ -me m the presets 
m ius electro* c device to change its state in esponset eruifk < 

preset, 

A method comprising displaying values of possible selections > k! ■> sources at 
one level of a hierarchy of values, enabling a user to select one of the values at the one 
k-.es m , v watcn>, and while at least a portion of the one level of the hierarchy is 
>n jf at a second, lower level of the hierarchy that 
correspond to the one of the val ues selected by the user, at least other portion of the one 
le\e' K ar; -hsc.ucd 

fhe methods.! chum 15 urthor eomprtMr - \ < < ,< \\ i m 

hierarchy currently displayed. 



